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Examiner 

Frank I Choi 



Applicant(s) 

COSFORD ET AL. 



Art Unit 

1616 



. - . The MAILING DA TE of this commun ication appears on the cover sheet with the correspondence address - 

Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 

earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

I )|3 Responsive to comnnunication(s) filed on 19 April 2004, 

2a)D This action is FINAL. 2b)El This action is non-final. 

3) 0 Since this application is in condition for allowance except for formal matters, prosecution as to the ments is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1, 453 O.G. 213. 

Disposition of Claims 

4) S Claim(s) 1 , 9 4.8.9 and 12-16 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) K1 Claim(s) 1 , 9 4.8.9 and 12-14 is/are allowed. 

6) IEI Claim(s) 15 and 16 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) 0 Claim{s) are subject to restriction and/or election requirement. 

Application Papers 

9) 0 The specification is objected to by the Examiner. 

10)0 The drawing(s) filed on is/are: a)^ accepted or b)^ objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1 .121 (d). 

I I )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-1 52. 

Priority under 35 U.S.C. § 119 

12)n Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)n All b)n Some * 0)0 None of: 

1 .□ Certified copies of the priority documents have been received. 
2.n Certified copies of the priority documents have been received in Application No 



3.n Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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1) □ Notice of References Cited (PTO-892) 

2) □ Notice of Drafts person's Patent Drawing Review (PTO-948) 

3) □ Information Disclosure Statement(s) (PTO-1 449 or PTO/SB/08) 

Paper No(s)/Mail Date . 



4) D Inten/iew Summary (PTO-413) 

Paper No{s)/Mall Date. . 

5) □ Notice of Infomnal Patent Application (PTO-1 52) 

6) □ Otiier: . 
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DETAILED ACTION 
Claim Rejections - 35 USC § 112 
The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it in such full, clear, concise, and exact terms as to enable any person skilled m the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

Examiner withdraws the rejection of claim 9 solely because AppUcant has provided 
sufficient evidence showing that medications are commonly taken to prevent pain and the 
claimed compounds have been shown to reduce and/or treat pain. With respect to Applicant's 
other arguments. Examiner makes the following observations. Prosecution of applications are 
supposed to be independent of each other. Further, under the holding in In re Ruschig, an 
examiner may change his or her mind as to claim rejections. See In re Ruschig, 154 USPQ 118 
(CCPA 1967). 

Claims 15,16 are rejected under 35 U.S.C. 1 12, first paragraph for the reasons set forth 
in the prior Office Actions (3/13/2001, 8/10/2001) relative to claim 5. Applicant indicates that 
Claims 15, 16 are derived from claim 5 which was previously rejected and cancelled by 
Applicant. Because Applicant does not offer any additional arguments, Claims 15, 16 are 
rejected for the same reasons as claim 5 was rejected. 

Examiner has duly considered Applicant's arguments but deems them unpersuasive for 
the reasons of record and the further reasons below. 

Applicant has submitted literature relative to anxiety and depression, Parkinson's disease, 
drug dependence, stroke^rain trauma and mental retardation as be regulated by mGluR5. 
However, mere fact that the above may be regulated by mGluRS, does not overcome the 
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rejection as the claim is broader in scope, i.e. claims other conditions and disease states, and 
applicant does not indicate how a given claimed compound will effect said mGluR5 and what the 
result will be. As such, one of ordinary skill in the art would still be required to determine the 
effect a given compound has on mGluRS and what that effect is in terms of treatment of the 
given condition and disease state. As such, the enabling disclosure is not commensurate in scope 



with claims 15,16. 

Conclusion 

A facsimile center has been established in Technology Center 1600. The hours of 
operation are Monday through Friday, 8:45 AM to 4:45 PM. The telecopier number for 
accessing the facsimile machine is (703) 872-9306. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Frank Choi whose telephone number is (571)272-0610. Examiner 
maintains a flexible schedule. However, Examiner may generally be reached Monday-Friday, 
8:00 am - 5:30 pm (EST), except the first Friday of the each biweek which is Examiner's 
normally scheduled day off. 

If attempts to reach the Examiner by telephone are unsuccessful, the Examiner's 
Supervisor, Mr. Thurman Page, can be reached at (571)272-0602. Additionally, Technology 
Center 160O's Receptionist and Customer Service can be reached at (571) 272-1600. 
FlC 

June 28, 2004 
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